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^ IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

e application of: Group Art Unit No. : 2854 

Zhongming Yu Examiner: Charles H. Nolan, Jr. 

Serial No.: 09/823,803 

Filed on: March 30, 2001 

For: MULTIPLE PAGE-RANGE PRINTER 
SETTINGS 

REQUEST FOR STATUS OF 
PETITION UNDER 37 CFR S 1.144 
FROM FINAL REQUIREMENT FOR RESTRICTION 



Commissioner for Patents 
P. O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

On November 3, 2003, and in accordance with 37 CFR § 1 .144, Applicant petitioned the 
Honorable Commissioner for Patents to review and withdraw the final requirement for restriction 
that has been entered by the Patent Office in respect of the above-identified application. By this 
letter, Applicant hereby request status of the petition. For your convenience, a copy of the filed 
petition is included herewith. 



No fee is believed to be due specifically in connection with this request for status of the 
petition. The Commissioner is authorized to charge any fee that may be due in connection with 
this request for status of a petition to our Deposit Account No. 50-1302. 

Respectfully submitted, 

HICKMAN PALERMO TRUONG & BECKER, LLP 



Dated: July 22. 2004 




Michael J. Meehan 
Reg. No.54,705 



1600 Willow Street 

San Jose, California 95125-5106 

Tel: (408)414-1080 ext. 208 

Fax:(408)414-1076 



CERTIFICATE OF MAILING 

I hereby certify that this correspondence is being deposited with the United 
States Postal Service as first class mail in an envelope addressed to: 
Commissioner for Patents, RD.3oxy 1450, Alexandria, VA^^313-1450. 
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NITED STATES PATENT AND TRADEMARK OFFICE 

In re application of: Group Art Unit No. : 2854 

Zhongming Yu Examiner: Charles H. Nolan, Jr. 

Serial No.: 09/823,803 

Filed on: March 30, 2001 

For: MULTIPLE PAGE-RANGE PRINTER 
SETTINGS 



PETITION UNDER 37 CFR S 1.144 
FROM FINAL REOUIREMENT KOR RESTRICTION 



Commissioner for Patents 
P. O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

In accordance with 37 CFR § 1.144, Applicant hereby petitions the Honorable 
Commissioner for Patents to review and withdraw the final requirement for restriction that has 
been entered by the Patent Office in respect of the above-identified appUcation. 

1 . Background: In the Requirement for Restriction mailed on April 1 1, 2003 (see 
Exhibit 1, attached herewith), the Examiner made a three-way restriction of Claims 1-18 (Group 
I - class 400, subclass 61); Claims 19-36 (Group H- class 358, subclass 1.18); and Claims 37-42 
(Group ni - class 400, subclass 76). Applicant traversed the Examiner's requirement for 
restriction and requested reconsideration thereof in a paper filed on May 8, 2003 (see Exhibit 2, 
attached herewith). In the office action mailed on August 5, 2003, the Examiner made the 
requirement for restriction final (see Exhibit 3, attached herewith). 

2. Applicant is Entitled to File This Petition Under 37 CFR § 1.144: Because the 
Applicant has filed a request for reconsideration of the requirement for restriction, and because 



49986-0504 (RSID 1-330) 



fte re— ha. been made fmal, Applicant is endtled » »bmi. *is P«i«on under 37 CFR § 
1 .144 for review of the final requirement for restriction. 

3. Standard for JfStitylDg a Restriction Requircmeat: According to the MPEP, 
.[ilf the search and exatnination of an entire appUcation can be made wimout serious burden. *e 
Examiner must examine it on the merits, even though it includes claims to independent or 
dMinctmventions-MPEP § 803. The Examiner asserts that it would be a serious burden for the 
Examiner to conduct a search in respect of all three claim groups. See Exhibit 3. at page 2, 
paragraph 1. 

4. The CWm Groups Merely Have Different Preambles, a»d Examination of 
,h. Claim Group, Together Would Not Cause a Serious Burden on the Examiner: As stated 
above, the Requuemem for Restriction issuedon April U. 2003 asserts a thtee-way restricUon of 
Claims 1-18 (Group I - class 400. subclass 61); Claims 19-36 (Group II - class 358, subclass 
1.18); and Clatms 37-42 (Group HI - class 4W, subclass 76). A copy of d,e claims as filed can 
be found in Exhibit 4. which is attached herewith. 

Each of these groups of claims contains the identical steps witi, the only difference being 
me context stated in tfte preamble. Although the pteambles of the claim groups differ, the 
Unutaticns in each of the claim gtoups are the same. Specifically, the Group I claims arc recited 
in the context of a metitod for printing, the Group n claims are recited in d,e context of a 
computer-readable medium for printing and the Group m claims are recited in the context of a 
systemfor printing. For example, independent method Claimlrecites-Ametitodfor printing 

an electronic document, the method comprising:" follow«i by a set of steps. Independent 
computer-readable medium Claim 19 recites "A computer-readable medium carrying one or 
more sequences of instmctions for printing an electronic document, whetein execution of the one 
or mo« sequences Of instructions by one or more processors causes ttte one or more processors 
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to perform:" followed by the identical set of steps. Independent system Claim 37 recites "A 
system for printing an electronic document, comprising: one or more processors; one or more 
memories coupled to the one or more processors; and one or more sequences of instructions 
stored in the one or more memories, wherein execution of the one or more sequences of 
instructions by one or more processors causes the one or more processors to perform the steps 
of:'' followed by the identical set of steps. 

Because the claims recite printing an electronic document, a computer-readable medium 
for printing an electronic document and a system for printing an electronic document with the 
identical steps, it is respectfully submitted that a single search can be performed covering all 
claims without serious burden on the Examiner. In view of the foregoing, review and 
withdrawal of the requirement for restriction is respectfully requested. 

5. Method Claims and Computer-Readable Medium Claims that Recite 
Identical Steps Are Commonly Examined Together: Applicant submits that it is common 
knowledge and practice in the field of patents that method claims and computer-readable 
medium claims that recite identical steps are examined together, and are not subject to restriction 
requirements. In this regard, MPEP § 2106, which concerns the examination of computer 
inventions, states that "[w]hen a computer program is claimed in a process where the computer is 
executing the computer program's instructions. Office personnel should treat the claim as a 
process claim." See MPEP § 2106, IV.B.l(a), third paragraph. Therefore, claim groups I and H 
should only constitute a single claim group. Applicant further submits that it is common 
knowledge and practice that apparatus or system claims that recite an apparatus or system to 
implement such method claims and computer-readable medium claims are also examined 
together with the method and computer-readable medium claims, and no restriction requirement 
is made. 
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6. The Examiner's Search Should Not be Based on the Preamble: In the Office 
Action that was mailed on August 5, 2003, the Examiner asserts that the different printing 
contexts set forth in the preambles of the independent claims necessitates separate searches by 
the Examiner because "the preamble establishes where the search will occur," (Office Action at 
page 2, first paragraph). Applicant submits that the Examiner's assertion is incorrect. AppUcant 
has reviewed the relevant sections of the MPEP which concern searching, and AppUcant is 
unable to find any authority for the proposition that an Examiner must begin a search based on a 
claim preamble. Rather, the Examiner "should be fully aware of what the claims do not call fnr , 
as weU as what they do require." See MPEP 904.01, which concerns the "Analysis of Claims" in 
the context of searching. It is a well-established rule that, in general, a preamble does not limit 
the scope of a claim. See IMS Tech.. Inc. v. Haas Automation. Inc. , 206 F.3d 1422, 1434, 54 
USPQ2d 1 129, 1137 (Fed. Cir. 2000) (holding that preamble phrase "control apparatus" does not 
limit claim scope when it merely gives a descriptive name to the claimed invention), cited with 
approval in Storage Technology Com, v. Cisco Svstems. Inc.. 329 F.3d 823 (Fed. Cir. 2003). 
Therefore, because a claim is not limited in scope by a preamble, the preamble is an item that is 
"not call[ed] for" (e.g., not required) in a claim. Therefore, a preamble should not be considered 
by the Examiner in a search, let alone be the starting point for a search. The search should be 
based on the claim limitations, not the preamble. Because all of the independent claims in the 
application (i.e., claims 1, 19 and 37) all have the same hmitations, they can be searched 
together, and there is no serious burden on the Examiner. 

7. The Examiner's Classifications of the Claim Groups Appear to be Arbitrary: 
Applicant submits that the Examiner's decision to classify independent claims 1, 19 and 37 
separately appears to be an arbitrary decision. The claims recite the same limitations, but claim, 
respectively, a method, a computer readable medium and a system. It is very common for a 



49986-0504 (RSm 1-330) 
patent application to include all three of these types of claims. Therefore, it seems unusual for 
the Examiner to classify these claims separately, given that they recite the identical steps. In 
fact, in U.S. Patent No. 6,632,035 to Kawamoto for a "Print Control Apparatus and Method"(see 
Exhibit 5, attached hereto), which was examined by the same Examiner that made the restriction 
requirement in this case, the Examiner allowed claims relating to printing that involved: (1) an 
information processing apparatus, (2) a printing control method, (3) a program for causing a 
computer to perform printing control, (4) a computer-readable storage medium storing a program 
for causing a computer to perform printing control, (5) a display control apparatus, (6) a program 

t- 

for causing a computer to perform display control, and (7) many other apparatuses, programs and 
computer-readable storage mediums, without restricting such into separate claim group s. 
Therefore, it is unclear why the Examiner is now asserting that method claims, system claims 
and computer-readable-medium claims must be restricted into separate claim groups. 

In particular, the Examiner's assertion that subclasses 400/61 (claim group I) and 400/76 
(claim group III) must be searched separately appears to be arbitrary. In Patent No. 6,632,035, 
which is mentioned above, the Examiner searched in both of these subclasses, but did not make a 
restriction requirement. AppUcant is aware of many patents in which both of these subclasses 
have been searched without a restriction requirement being made. 

8. A Prima Facie Assumption, Based on Separate Classifications, That a Search 

Would Be a Serious Burden on the Examiner is Rebuttable: It is true that the Examiner only 

needs to show a separate classification as evidence of a separate field of search. However, 

separate classification and a separate field of search are only "prima facie" showings of serious 

burden that "may be rebutted." See MPEP § 803.01 . In other words, a separate classification and 

field of search are at best rebuttable evidence of a serious burden on the Examiner. If there is 

nonetheless no serious burden in examining the additional claim groupings (because, for 

5 
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example, they have nearly the same search as argued in the original response to the restriction), 
the restriction is still improper despite the separate classification. Therefore, even if, assuming 
arguendo, the claims can be classified separately, restriction is not required because, based on 
the reasons presented above, there is no serious burden on the Examiner. 

Based on the foregoing, Applicant respectfully requests that the Honorable 
Commissioner for Patents withdraw the final requirement for restriction that has been entered in 
this case. The Honorable Commissioner for Patents is invited to telephone the undersigned at 
(408) 414-1210 to discuss any issue that may advance prosecution. 

The fee believed to be due specifically in connection with this petition is enclosed. To 
the extent necessary. Applicants petition for an extension of time under 37 C.F.R. § 1.136. The 
Commissioner is authorized to charge any fee that may be due in connection with this petition 
to our Deposit Account No. 50-1302. 

Respectfully submitted, 



Dated: November ^ . 2003 



1600 Willow Street 

San Jose, California 95125-5106 

Tel: (408)414-1080 ext. 206 

Fax:(408)414-1076 



HICKMAN PALERMO TRUONG & BECKER, LLP 




Thomas J. Treutler 
Registration No.5 1 , 1 26 
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I hereby certify that this correspondence is being deposited with the United States Postal 
Service as first class mail in an envelope addressed to: Commissioner for Patents P 0 Box 
1450, Alexandria, VA 223 13-1450. 



on November ^ , 2003 by/ 




